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DETAILED ACTION 

1 . Claims 22-26 and 28-37 are presented for examination. 

Remarks 

2. In the applicant remarks, the applicant elects claims 22-26 and adds claims 28- 
37. However, in the claims, the applicant indicates "Original" instead of "Withdrawn" 
next to claim 21 . Claim 21 is not one of the elected claims. The identifier should be 
changed. Furthermore, the applicant indicates that claims 22-26 and 28-36 are 
pending, when in fact claims 22-26 and 28-37 are the pending claims. 

Objections 

3. The claims are objected to because of the following informalities. The term 
"vender" is misspelled throughout the specification and the claims and should be spelled 
"vendor." Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The second paragraph of 35 U.S.C. 1 12 is directed to requirements for the 
claims: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter, which the applicant regards as his invention. 
There are two separate requirements set forth in this paragraph: 

(A) the claims must set forth the subject matter that applicants regard as their 
invention; and 

(B) the claims must particularly point out and distinctly define the metes and 
bounds of the subject matter that will be protected by the patent grant. 

5. Claims 22-26 and 28-37 are rejected under 35 U.S.C. 112, second paragraph, 
since the recitation of the term "enabling" doesn't positively recite the claim limitation. 
Appropriate correction is required. 
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6. Claim 34 is rejected under 35 U.S.C. 112, second paragraph. Claim 34 depends 
from itself, so therefore it does not further limit the claim. Appropriate correction is 
required. 

Claim Rejections ■ 35 USC $ 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

7. Claims 22, 24, and 28-37, are rejected under 102(b) as being anticipated by 
Storey (5,774,870 hereinafter Storey). 

In reference to claim 22, Storey discloses a method for awarding credits 
redeemable for products (Abstract). Storey also teaches the said method comprising of 
enabling a user to electronically place a purchase order from a vendor (col. 3 lines 7-21, 
col. 5 lines 29-35, and Figures 1 and 2); tracking a monetary value of said purchase 
order and converting said monetary value into earned credits which a user can redeem 
for products from the vendor during one or more subsequent ordering sessions (col. 5 
lines 36-50 and Figure 2); maintaining a list of products which can be acquired with said 
earned credits (col. 8 lines 3-64); said list having at least a product name and a product 
value expressed in credits (col. 8 lines 28-64); making said list available for searching 
during the subsequent ordering session (col. 8 lines 9-27, col. 9 lines 6-16); and 
enabling said user to search for and select said products in exchange for said earned 
credits (col. 9 lines 6 to col. 10 lines 6). 
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8. In reference to claim 24, Storey teaches the method further comprising enabling 
said user to redeem said earned credits during one or more ordering sessions (col. 9 
lines 37 to col. 10 lines 6); tracking credits earned and credits redeemed throughout 
multiple ordering sessions and adjusting remaining earned credit balance (col. 5 lines 
36-46, col. 9 lines 37 to col. 10 lines 6, and Figure 4). 

9. In reference to claim 28, Storey teaches the method further comprising storing 
earned credits data in a database; the earned credits data is based on said earned 
credits (col. 5 lines 36-46, col. 9 lines 17-44, and Figure 2). 

10. In reference to claim 29, Storey teaches the method wherein said list is stored in 
a database (col. 8 lines 17-64 and Figures 3 and 4). 

11. In reference to claim 30, Storey teaches the method wherein said list is ordered 
based on increasing dollar value of the products (i.e. increasing point value of the 
products is directly co-related to increasing dollar value of the products, the dollar value 
is utilized in the invention to determine which products show up on the list for different 
amounts of points (col. 8 lines 24-64). 

12. In reference to claim 31 , Storey teaches the method wherein said list includes 
(i.e. comprises) product information (col. 3 lines 7-34), product number, and product unit 
of measure. 

13. In reference to claim 32, Storey teaches the method wherein said list is 
searchable via at least one of a search engine and a browser (col. 2 lines 54-65, col. 7 
lines 56 to col. 9 lines 16, and Figure 1). 
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14. In reference to claim 33, Storey teaches the method wherein the method is 
performed via a computer system, a computer is being used to access the Internet and 
to create databases that are needed for carrying out the invention (col. 2 lines 54-65, 
col. 7 lines 5-7 and lines 56 to col. 9 lines 16, and Figure 1). 

15. In reference to claim 34, Storey teaches the method wherein said computer 
system is a client-server based system (col. 2 lines 54-65, col. 3 lines 22-34, and 
Figures 1-4) including (i.e. comprising) a database (col. 8 lines 17-64 and Figures 3 and 
4) and a server (col. 2 lines 54-65 and Figure 1), and said list is displayable on said 
client (col. 8 lines to col. 9 lines 29 and Figure 4). 

16. In reference to claims 35 and 37, Storey teaches a system comprising a 
processor, a computer is being used to access the Internet and to create databases that 
are needed for carrying out the invention (col. 2 lines 54-65, col. 7 lines 5-7 and lines 56 
to col. 9 lines 16, and Figure 1), and an apparatus for awarding credits redeemable for 
products; at least one arrangement configured to communicate with the processor via a 
computer network (col. 2 lines 56-61 and Figure 1); a computer-readable storing 
medium storing a set of instructions (i.e. a computer program) (col. 5 lines 37-51 , col. 5 
lines 52 to col. 6 lines 19, col. 7 lines 45-55, col. 9 lines 17-29, col. 10 lines 7-22, and 
Figure 6), the set of instructions capable of being executed by the processor to 
implement a method for awarding credits redeemable for products (col. 9 lines 37-67 
and Figure 4), the set of instructions effective to perform the steps of: enabling a user to 
electronically place a purchase order from a vendor (col. 3 lines 7-21, col. 5 lines 29-35, 
and Figures 1 and 2); tracking a monetary value of said purchase order and converting 
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said monetary value into earned credits which a user can redeem for products from the 
vendor during one or more subsequent ordering sessions (col. 5 lines 36-50 and Figure 
2); maintaining a list of products which can be acquired with said earned credits (col. 8 
lines 3-64); said list having at least a product name and a product value expressed in 
credits (col. 8 lines 28-64); making said list available for searching during the 
subsequent ordering session (col. 8 lines 9-27, col. 9 lines 6-16); and enabling said user 
to search for and select said products in exchange for said earned credits (col. 9 lines 6 
to col. 10 lines 6). 

17. In reference to claim 36, Storey teaches a computer-readable storing medium 
(i.e. a computer program) (col. 5 lines 37-51, col. 5 lines 52 to col. 6 lines 19, col. 7 lines 
45-55, col. 9 lines 17-29, col. 10 lines 7-22, and Figure 6), comprising a set of 
instructions, the set of instructions capable of being executed by a processing 
arrangement to implement a method for awarding credits redeemable for products (col. 
9 lines 37-67 and Figure 4); the set of instructions effective to perform the steps of: 
enabling a user to electronically place a purchase order from a vendor (col. 3 lines 7-21 , 
col. 5 lines 29-35, and Figures 1 and 2); tracking a monetary value of said purchase 
order and converting said monetary value into earned credits which a user can redeem 
for products from the vendor during one or more subsequent ordering sessions (col. 5 
lines 36-50 and Figure 2); maintaining a list of products which can be acquired with said 
earned credits (col. 8 lines 3-64); said list having at least a product name and a product 
value expressed in credits (col. 8 lines 28-64); making said list available for searching 
during the subsequent ordering session (col. 8 lines 9-27, col. 9 lines 6-16); and 
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enabling said user to search for and select said products in exchange for said earned 
credits (col. 9 lines 6 to col. 10 lines 6). 

Claim Rejections - 35 USC $ 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

18. Claims 23 and 25 are rejected under U.S.C. 103(a) as being unpatentable over 
Storey in view of Rose ("Plastic that pays you back." Money. November 1998. Vol. 27, 
Iss. 11. Pg. 196 hereinafter Rose). 

In reference to claim 23, Storey teaches the method wherein said earned credits 
are displayed (col. 5 lines 41-47). Storey does not teach displaying earned credits as a 
dollar value. Rose teaches displaying earned credits as a dollar value (page 2 lines 1-4 
and lines 12-18). It would have been obvious to modify Storey's invention for displaying 
earned reward credits in points to include displaying earned reward credits in dollars to 
allow users to receive a cash back reward in lieu of a free product reward to 
accommodate different user preferences. Furthermore, cash is a form of a reward, and 
may be used by the user to purchase something that is not available on the website 
under the reward products list, thereby increasing user options. 

19. In reference to claim 25, Storey does not teach the method further comprising 
setting a predetermined maximum amount of said earned credits, which the said user 
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can accumulate. Rose teaches setting a predetermined maximum amount of said 
earned credits, which the said user can accumulate (page 2 lines 14-17). It would have 
been obvious to modify Storey's invention for rewarding earned credits for making 
purchases by setting a limit on the maximum amount of said credits a user can 
accumulate say in a time period such as one year to prevent a user that may have 
made one large purchase only from utilizing the credits earned from that purchase to 
receive free rewards for the remainder of the year without giving the user an incentive to 
come back frequently to make multiple purchases throughout the year. Furthermore, 
the sponsor of the reward program may have a limited budget the company is able to 
allocate to the rewards program and may therefore need to set a maximum cap per user 
to ensure that as many users as possible are able to receive some reward benefit for 
making purchases. 

20. Claim 26 is rejected under U.S.C. 103(a) as being unpatentable over Storey in 
view of official notice. 

Claim 26 recites the method further comprising setting a predetermined 
maximum amount of time after which unredeemed earned credits expire. In reference 
to claim 26, official notice is taken that it is old and well known to set expiration dates on 
earned credits by credit card companies that reward airline miles for example for 
making purchases, since this encourages users to make more frequent purchases and 
leads to user loyalty for using that same credit card for making purchases each time to 
reach the award level faster or risk losing all the miles that have been accumulated to 
date. It would have been obvious to a person of ordinary skill in the art at the time of 
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the applicant's invention to include setting an expiration date for the use of the earned 
credits in order to obtain the above mentioned advantage. 

Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure include the following. 

a) Bloomberg News. "EarthLink Visa card offers 2% rebate to online 
shoppers." Orange County Register . February 14, 1999. Pg. K.05. 
Teaches an online shopping cash reward program started by BankOne. 

b) Branscum, Deborah. "Click your way to discounts." Newsweek. August 
31, 1998. Vol. 132, Iss. 9. Pg. 60, 1. Teaches incentive programs 
featured by ClickRewards, CyberGoId, Intellipost, Netcentives, and 
Motivation Net that give out gift certificates for purchases. 

c) Eggleston Patent Number 6,061,660. Teaches a system and method for 
incentive programs and award fulfillment. 

d) Postrel Patent Number 6,829,586. Teaches a method and system for 
aggregation of reward points for payment of auctioned items. 

e) PR Newswire . "MyPoints.com One of Top 25 Most Popular Shopping 
Sites on the Web." March 22, 1999. Pg. 1. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Namrata (Pinky) Boveja whose telephone number is 
571-272-8105. The examiner can normally be reached on Mon-Fri, 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
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examiner's supervisor, Eric Stamber can be reached on 571-272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 1866-217-9197 (toll-free). 



273-8105. 
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June 27, 2005 




